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DETAILED ACTION 

1. Claims 1-100 are pending and have been examined. 

Drawings 

2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because: reference character "195" has been used to designate both "digital content 
producer" (page 5) and "authenticators" (page 5). Corrected drawing sheets in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

3. This is not intended to be a complete list of such informalities. 

Specification 

4. The disclosure is objected to because of the following informalities: the reference 
to application numbers provided in pages 2-4 needs to be updated to reflect 
applications that have matured into patents. Appropriate correction is required. 

5. The disclosure is objected to because of the following informalities: "ATM" (page 
23), "CGI", "HTTP" (page 25). These terms have not been defined. Appropriate 
correction is required. 
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6. This is not intended to be a complete list of such informalities. 

Claim Objections 

7. Claims 9, 14, 19, 28, 33, 38, 47, 52, 57, 74, 87, 100 are objected to because of 
the following informalities: "HTTP" must be spelled out. Appropriate correction is 
required. 

Double Patenting 

8. Claims 1-100 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-88 of 
copending Application No. 10/687,488. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the subject matter claimed in 
the instant application is fully claimed in the referenced copending application. 

9. This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

10. The subject matter claimed in the instant application is fully claimed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 

- the instant application claims a method for digital content access control, 
comprising: 

o determining digital content to be made accessible via a rights 
locker describing a user's access rights for digital content associated 
with said rights locker; 
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o determining enrollment authentication data; 

o sending a rights locker enrollment request to a rights locker 
provider, said rights locker enrollment request comprising a 
digital content request and said enrollment authentication data; 
and 

o receiving an authenticated rights locker access request in 

response to said sending, said authenticated rights locker access 
request for subsequent use in accessing digital content 
associated with said rights locker (claim 1); 
- the copending application claims a method for digital content access 
control, comprising: 

o determining digital content to be made accessible via a rights 
locker; 

o determining enrollment authentication data; 

o sending a rights locker enrollment request to a rights locker 
provider, said rights locker enrollment request comprising a 
digital content request and said enrollment authentication data; 

o receiving one or more authenticated rights locker access requests 
in response to said sending, said one or more authenticated rights 
locker access requests for subsequent use in accessing digital 
content associated with said rights locker; 
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o receiving an indication of a selection of one of said one or more 

authenticated rights locker access requests; 
o sending said authenticated rights locker access request to a rights 

locker provider; and 
o receiving a result in response to said sending said authenticated rights 

locker access request (claim 1). 

1 1 . Claims 1 -1 00 of the instant application are envisioned by copending Application 
No. 10/687,488's claims 1-88 in that claims 1-88 of the copending application contain all 
the limitations of claims 1-100 of the instant application. Claims 1-100 of the instant 
application therefore are not patently distinct from the copending application claims and 
as such are unpatentable for obvious-type double patenting. Both provide digital content 
access control, a rights locker, and enrollment data. 

12. Claims 1-100 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-88 of 
copending Application No. 10/687,459. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the subject matter claimed in 
the instant application is fully claimed in the referenced copending application. 

1 3. This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

14. The subject matter claimed in the instant application is fully claimed in the 
referenced copending application and would be covered by any patent granted on that 
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copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 

- the instant application claims a method for digital content access control, 
comprising: 

o determining a digital content specification and associated 

authenticated rights locker access request; 
o sending said authenticated rights locker access request and said 

digital content specification; 
o receiving a new authenticated rights locker access request in 

response to said sending; and 
o receiving said digital content in response to said sending (claim 

15); 

- the copending application claims a method for digital content access 
control, comprising: 

o determining a digital content specification and associated 

authenticated rights locker access request; 
o sending said authenticated rights locker access request and said 

digital content specification; 
o receiving a new authenticated rights locker access request and a 

Web page with one or more clickable links in response to said 

sending, at least one of said one or more clickable links associated 

with an authenticated digital content request; 
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o receiving an indication of a user selection of one of said one or more 
clickable links; 

o sending an authenticated digital content request associated with said 
one of said one or more clickable links to a digital content repository; 
and 

o receiving said digital content in response to said sending said 
authenticated digital content request (claim 1). 

15. Claims 1-100 of the instant application are envisioned by copending Application 
No. 10/687,459's claims 1-88 in that claims 1-88 of the copending application contain all 
the limitations of claims 1-100 of the instant application. Claims 1-100 of the instant 
application therefore are not patently distinct from the copending application claims and 
as such are unpatentable for obvious-type double patenting. 

Claim Rejections - 35 USC §112 

16. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

17. Claims 65, 78, and 91 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 65, 78, and 91 contain the trademark/trade name "Java Card". Where a 
trademark or trade name is used in a claim as a limitation to identify or describe a 
particular material or product, the claim does not comply with the requirements of 35 
U.S.C. 112, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 
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1982). The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is 
used to identify a source of goods, and not the goods themselves. Thus, a trademark or 
trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademark/trade name is used to identify/describe 
a smart card and, accordingly, the identification/description is indefinite. 

Claim Rejections - 35 USC § 102 

18. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

19. Claims are rejected under 35 U.S.C. 102(e) as being anticipated by Buhse et 
al. (US Patent Application Publication 2004/0024652, hereinafter Buhse). 

Regarding claims 1, 20, 39, and 58, Buhse teaches 

determining digital content to be made accessible via a rights locker 
describing a user's access rights for digital content associated with said 
rights locker (par. 154-158); 

determining enrollment authentication data (par. 160-172); 
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sending a rights locker enrollment request to a rights locker provider, 
said rights locker enrollment request comprising a digital content request 
and said enrollment authentication data (par. 123-135); and 
receiving an authenticated rights locker access request in response to 
said sending, said authenticated rights locker access request for 
subsequent use in accessing digital content associated with said rights 
locker (par. 132-135). 
Regarding claims 10, 29, 48, and 75, Buhse teaches 

determining a digital content specification and associated authenticated 
rights locker access request (par. 154-158); 

sending said authenticated rights locker access request and said digital 
content specification (par. 123-135); 
receiving an authenticated digital content request and a new 
authenticated rights locker access request in response to said sending 
(par. 132-135); 

sending said authenticated digital content request (par. 132-135); and 
receiving said digital content in response to said sending said 
authenticated digital content request (par. 132-135). 
Regarding claims 15, 34, 53, and 88, Buhse teaches 

determining a digital content specification and associated authenticated 
rights locker access request (par. 154-158); 
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sending said authenticated rights locker access request and said digital 
content specification (par. 123-135); 

receiving a new authenticated rights locker access request in response 
to said sending (par. 132-135); and 

receiving said digital content in response to said sending (par. 132-135). 

Regarding claims 2, 21, 40, and 59, Buhse teaches wherein said digital content 
request comprises a request for initializing said rights locker with rights to specified 
digital content (par. 154-161). 

Regarding claims 3, 22, 41, and 60, Buhse teaches wherein said enrollment 
authentication data comprises: rights locker access authentication data for determining 
what rights, if any, said user has to access said rights locker; and rights content access 
authentication data for determining what rights, if any, said user has to digital content 
associated with said rights locker (par. 154-161). 

Regarding claims 4, 23, 42, and 61, Buhse teaches wherein said rights locker 
access authentication data comprises payment for use of a rights locker service (par. 
154-161). 

Regarding claims 5, 24, 43, and 62, Buhse teaches wherein said rights content 
access authentication data comprises payment for rights deposited in said rights locker 
(par. 154-161). 

Regarding claims 6, 25, 44, and 63, Buhse teaches wherein said enrollment 
authentication data comprises a reenrollment key determined in a previous enrollment 
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request for said rights locker, said reenrollment key for supplementing or replacing 
enrollment authentication data of said previous enrollment request (par. 123-131). 

Regarding claims 7, 12, 17, 26, 31, 36, 45, 50, 55, 72, 85, and 98, Buhse 
teaches storing at least part of said (new) authenticated rights locker access request in 
a bookmark on said user device (par. 181-190). 

Regarding claims 8, 13, 18, 27, 32, 37, 46, 51, 56, 73, 86, and 99, Buhse 
teaches wherein said (new) authenticated rights locker access request is embedded in 
a Web cookie (par. 181-190). 
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Regarding claims 9, 14, 19, 28, 33, 38, 47, 52, 57, 74, 87, and 100, Buhse 
teaches wherein said (new) authenticated rights locker access request is encapsulated 
in an HTTP Response message (par. 181-190). 

Regarding claims 11, 16, 30, 35, 49, 54, 76, and 89, Buhse teaches wherein 
said method further comprises determining one or more delivery parameters, said one 
or more delivery parameters indicating where said digital content should be sent, a 
delivery mechanism, or both; and said sending further comprises sending said one or 
more delivery parameters (par. 218-229). 

Regarding claims 64, 77, and 90, Buhse teaches wherein said apparatus 
comprises a smart card (par. 40-45, 72, 236-238). 

Regarding claims 65, 78, and 91, Buhse teaches wherein said smart card 
comprises a Java Card.TM. technology-enabled smart card (par. 40-45, 72, 236-238). 

Regarding claims 66, 79, and 92, Buhse teaches wherein said smart card 
comprises a CDMA (Code Division Multiple Access) technology-enabled smart card 
(par. 40-45, 72, 236-238). 

Regarding claims 67, 80, and 93, Buhse teaches wherein said smart card 
comprises a SIM (Subscriber Identity Module) card (par. 40-45, 72, 236-238). 

Regarding claims 68, 81, and 94, Buhse teaches wherein said smart card 
comprises a WIM (Wireless Interface Module) (par. 40-45, 72, 236-238). 

Regarding claims 69, 82, and 95, Buhse teaches wherein said smart card 
comprises a USIM (Universal Subscriber Identity Module) (par. 40-45, 72, 236-238). 
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Regarding claims 70, 83, and 96, Buhse teaches wherein said smart card 
comprises a UIM (User Identity Module) (par. 40-45, 72, 236-238). 

Regarding claims 71, 84, and 97, Buhse teaches wherein said smart card 
comprises a R-UIM (Removable User Identity Module) (par. 40-45, 72, 236-238). 
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Conclusion 



20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David G. Cervetti whose telephone number is (571) 272- 
5861. The examiner can normally be reached on Monday-Friday 7:00 am - 5:00 pm, off 
on Wednesday. 

21 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nasser G. Moazzami can be reached on (571) 272-4195. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

22. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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